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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 3 
October 2008 has been entered. 

Status of Claims 

2. Claims 1 -7 and 1 3-1 9 are canceled in view of applicant's amendment filed 3 
October 2008. New claims 20-25 are added. Therefore, claims 8-1 1 and 20-25 are 
currently under examination. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 20-23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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Claims 20-23 recite that the conversion coating step is carried out in the absence 
of silicate or ammonium ions. The instant specification does not provide literal support 
for these claim features. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 8-1 1 and 20-25 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Geke et al. US 2002/0011281 A1(Geke). 

Geke teaches a process of treating metal surfaces such as steel surfaces with a 
conversion coating solution comprising zinc, phosphate and manganese ions(abstract). 
In addition, Geke teaches that its coating solution may be absent of fluoride ions 
(paragraph [0033]). 

Regarding claim 8, even though Geke does not explicitly teach that the steel 
material contains claimed 0.5-13% Cr, one of ordinary skill in the art would have found it 
obvious to have applied the process of Geke to the claimed Cr containing steel surface 
with expected success since claimed Cr containing steel surface is also a steel material 
which would have been suitable for the process of Geke in light of the teachings of 
Geke. 

Regarding claim 9, Geke further teaches that the coating bath may further 
contain potassium ions for the adjustment of free acid(paragraph [0032]). Therefore, it 
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would have been obvious to one of ordinary skill in the art to have varied the amount of 
potassium ions in the coating solution of Geke via routine optimization in order to 
achieve desired free acid. 

Regarding claims 10-11, Geke further teaches that the coating solution can be 
applied by immersion for a period of 1-8 minutes at a temperature of 30-70°C 
(paragraphs [0095-96]), which overlap the claimed coating time and temperature. 
Therefore, a prima facie case of obviousness exists. See MPEP 2144.05. The 
selection of claimed coating time and temperature ranges from the disclosed ranges of 
Geke would have been obvious to one skilled in the art since Geke teaches the same 
utilities in its' disclosed coating time and temperature ranges. 

Regarding claim 20, though Geke does not mention the surface treated steel 
material is a pipe, however, Geke teaches that said coating is applied to a metal surface 
(abstract). One of ordinary skill in the art would have found it obvious to have applied 
the process of Geke to a steel material of any shape including the claimed pipe with 
expected success. In addition, change in size, shape, or sequence of adding 
ingredients is prima facie obvious in the absence of new or unexpected results (see 
MPEP 2144.04). 

Regarding claims 21-23, the coating process of Geke does not require the 
presence of silicate and ammonium ions. 

Regarding claim 24, Geke further teaches that the coating step is followed by a 
rinsing treatment with water and a drying treatment as claimed(paragraph [01 13-01 14]). 
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Regarding claim 25, the process of Geke forms a conversion film on the surface 
of steel via a chemical reaction as claimed. 

7. Claims 8-11, 20 and 24-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Esler (US 3,798,074) in view of "Metals Handbook Desk Edition" p 
1157-1158. 

Esler teaches a method for forming a protective surface coating on a steel 
substrate (abstract, column 5 line 64), said coating comprising: Zn (column 6 line 61), 
phosphoric acid (column 3 line 45), potassium in the amount of typically 0.2-0.6 mole 
per ml. (column 3 lines 22-23), which falls within the presently claimed coating 
composition (cl. 8, 9). Esler does not require fluoride ions for said coating. Esler teaches 
stainless steel can be subjected to said coating (column 5 lines 45-46, 65-66), which 
meets the amended limitation of "a steel composition containing 0.5 - 13% Cr". 

Regarding claims 8-1 1 , though Esler does not mention said coating is a 
'conversion' coating, because the protective coating taught by Esler has a substantially 
identical chemical composition, then substantially the same chemical conversion 
properties are expected to result. Chemical conversion coatings are further discussed in 
"Metals Handbook Desk Edition", wherein Zn or Mn containing phosphate coatings are 
sprayed or immersion coated, and activated at temperatures ranging 32-99°C (Table 2, 
p 1 158) and time of >5 min (Fig. 4, p 1 158) depending on the coating thickness desired. 
It would have been obvious to one of ordinary skill in the art to apply the chemical 
coating taught by Esler over time and temperatures taught by "Metals Handbook Desk 
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Edition" because "Metals Handbook Desk Edition" teaches said parameters are 
sufficient for providing a given coating weight on a steel substrate. 

Regarding claim 20, though Eslerdoes not mention the surface treated steel 
material is a pipe, however, the prior art of Esler teaches that said coating is applied to 
a metal substrate (column 5 line 48-49). It would have been obvious to one of ordinary 
skill in the art to select a variety of metal substrate shapes, such as a pipe, given the 
disclosure of Esler. Changes in size, shape, or sequence of adding ingredients is prima 
facie obvious in the absence of new or unexpected results (see MPEP 2144.04). 

Regarding claim 24, Esler further teaches curing of the coating(col. 6 lines 32-33) 
which reads on the claimed drying step. In addition, one of ordinary skill in the art would 
have found it obvious to have incorporated a rinsing with water step after the coating 
solution is applied in the process of Esler in order to remove excess coating solution on 
the metal substrate. 

Regarding claim 25, since the protective coating process as taught by Esler uses 
a substantially identical chemical composition, then substantially the same chemical 
conversion properties are expected to result as evidenced by "Metals Handbook Desk 
Edition". 

Response to Arguments 

8. Applicant's arguments filed 3 October 2008 have been fully considered but they 
are not persuasive. 
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In the remarks, applicant argues that the claim limitations as recited in new 
claims 21-23 with respect to the conversion treatment step being carried out absent of 
silicate and ammonium ions do not constitute new matter according to MPEP. 

The examiner does not find applicant's argument persuasive because MPEP 
21 75(i) clearly states that "Any negative limitation or exclusionary proviso must have 
basis in the original disclosure" and "Any claim containing a negative limitation which 
does not have basis in the original disclosure should be rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement." In 
addition, the instant specification and the instant claims use open-ended transitional 
phrase "containing" which do not exclude the presence of additional components. 
Therefore, one of ordinary skill in the art would not have recognized with certainty that 
the coating solution of the instant invention does not contain silicate and ammonium 
ions as recited in claims 21-23. 

Applicant further argues that Esler does not teach a conversion coating and 
presents Exhibits A-B to support applicant's argument. 

The examiner would like to remind the applicant that any objective evidence must 
be factually supported by an appropriate affidavit or declaration to be of probative value. 
See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984) and 
MPEP 71 6.01 (c). Since Exhibits A-B are not presented as part of affidavit or 
declaration, the examiner does not consider them of probative value. In addition, 
section 2 of Exhibit A is not sufficient to show that Esler does not teach a conversion 
coating because the coating film as discussed in section 2 of Exhibit A is not produced 



Application/Control Number: 1 0/771 ,294 Page 8 

Art Unit: 1793 

by the same coating method as Esler. In particular, the coating film is not cured at the 
same temperature as Esler and the exact coating composition is not discussed. Same 
arguments apply to Exhibit B. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LOIS ZHENG whose telephone number is (571)272- 
1248. The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

LLZ 
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